
STATEMENT OF CONSIDERATIONS

REQUEST BY THE UNIVERSITY OF CHICAGO
AS OPERATOR OF ARGONNE NATIONAL LABORATORY

UNDER U.S. DEPARTMENT OF ENERGY CONTRACT NO. W-31-109-ENG-38
FOR A BLANKET ADVANCE WAIVER OF DOMESTIC AND FOREIGN RIGHTS

OF THE ENGELHARDT INSTITUTE OF MOLECULAR BIOLOGY, MOSCOW, RUSSIA
UNDER SUBCONTRACT NO. ANL-943352403 W(A)-95-012, CH-0860

The proposed Argonne National Laboratory (ANL) subcontract to Engelhardt Institute
(Engelhardt) is directed to developing methods to assist in the determination of genome
structure. Specifically, it will be directed toward a collaboration between ANL, which has
developed an approach for economical, rapid, high volume DNA sequencing, referred to as
Sequencing by Hybridization, and Engelhardt, which has developed a technique called
Sequencing by Hybridization on Microchip (SHOM). The proposed project is multiyear and is
projected to involve DOE funding to ANL at a level of $1.6 million per year of which ANL will
subcontract $350,000 per year to Engelhardt.

ANL and Engelhardt will provide appropriate and complementary multi-disciplinary
scientific and engineering staff to conduct further development of the SHOM technique. This
concept was initially devised by the staff at Engelhardt and is presently at a proof-of-principle
stage. It is anticipated that efforts by the Institute under the subcontract and by ANL will further
the development and proof of this Sequencing by Hybridization technique. It is further
anticipated that ANL will enter into a CRADA with a private industrial company, Affymetrix of
Santa Clara, CA, which has been working and collaborating with the Engelhardt Institute.

As is pointed out in the petition for waiver, it is the intent of this waiver request to follow
the model of the Department of Energy for implementation of PL 103-87 with the Institutes of
the New Independent States of the Former Soviet Union. Pursuant to such, the University of
Chicago, as ANL, would take title to inventions made by Engelhardt as well as those made by
employees of ANL. Such disposition of rights permits packaging of the entire technology being
developed with respect to Sequencing by Hybridization. It is further intended that ANL will
share royalties with Engelhardt on a 50/50 basis of net royalties regardless of the source of the
intellectual property. Such sharing of royalties while ANL administers the intellectual property
and is responsible for processing the patent applications on inventions arising from the work is in
parallel with other arrangements with Institutes of the New Independent States.

The waiver of rights to ANL will facilitate ANL's transfer of the developed technology to
the private sector. It is fully anticipated that ANL will enter into a CRADA with Affymetrix,
negotiations on such a CRADA being presently ongoing. The packaging of the technology will
permit ANL to reach agreement with Affymetrix with respect to transfer into the private sector
and commercialization of the entire technology package.
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